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status 

1 )IS Responsive to communlcation(s) filed on 08 January 2004 
2a)\J This action is FINAL. 2b)IEI This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) |gl Claim(s) 58-86 is/are pending in the application. 

4a) Of the above claim(s) 

5) 0 Claim(s) is/are allowed 



is/are withdrawn from consideration. 



6)13 Claim(s) 58-86 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 13 The specification is objected to by the Examiner. 

I on The drawlng(s) filed on Is/are: a)^ accepted or b)^ objected to by the Examiner. 
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1 Certified copies of the priority documents have been received. 
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application from the International Bureau (POT Rule 17.2(a)). 
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1 . It is noted that examination of this application is now being handled by a different 
examiner. 

2. The specification is objected to because of the following informality: specific 
claim numbers are referred to on page 4. Correction is required. 

3. Claims 58-86 are rejected under 35 U.S.C. 1 12. second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

A) These claims are confusing because of the language "characterized in 
that" In independent claim 58. as the scope is unclear. It is suggested that conventional 
U.S. claim language such as "wherein" be used in amended claims. Further, claim 58 i: 
confusing because it is not a complete sentence, and appears to be missing the word 
"is" between "moiety" and "selected" in line 3. 

B) Claims 66-69 are further confusing because they are drawn to methods, 
but depend from a product claim. Clarification is required. 

C) Claims 79-82 are further confusing because they are drawn to methods, 
but depend from a product claim. Clarification is required. 



IS 
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D) Claims 83-86 are further confusing because they are method claims, but 
do not recite any active steps. While minute details are not required in method claims, 
at least the basic steps must be recited in a positive, active fashion. See Ex parte 
ErHch. 3 USPQ2d. p. 1011 (Bd. Pat. App. Int. 1986). 

E) Claims 85 and 86 are further confusing because "the substrate" lacks 
proper antecedent basis. Correction is required. 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

Claims 58-69 are rejected under 35 U.S.C. 1 02(b) as being anticipated by any 
one of Landes (US 4.626.501). Warren. Ill et al. (US 5.082.780). or Wan-en. Ill et al. (US 
5.272,077). 

These claims are drawn to a nucleic acid oligomer modified by attachment of a 
redox-active moiety including a native or modified peroxidase, and to methods of 
making thereof. 

Each of the cited patents clearly discloses such a modified nucleic acid oligomer 
and method of making thereof, wherein the attached moiety is a peroxidase. In '501 
see columns 1-3 and Examples 1, 3, 5. and 7; in '780 see abstract and Example 1; in 
'077 see abstract and Example 1 . 
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5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or descrih<>rt ac .^t 

Claims 70-86 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
any one of Landes. Warren. Ill et al. '780. or Warren. Ill et al. '077. further in view of 
Thorp et al. (US 5,871 ,918). 

These claims are drawn to a conductive surface modified with attached nucleic 
acid oligomers as described above, to methods of making such modified conductive 
surfaces, and to methods of using such modified surfaces in hybridization detection 
assays. 

As discussed above, each of the primary references discloses a nucleic acid 
oligomer modified with an attached peroxidase moiety. 

The primary references do not teach a conductive surface modified with such 
modified nucleic acid oligomers. 

Thorp et al. disclose conductive surfaces with attached nucleic acid probes and 
the use of such modified surfaces in hybridization assays wherein detection is via 
electrochemical means (see especially Figs. 4. 9, and 10; column 20. line 46 to column 
21, line 59). 

One of ordinary skill in the art would have been motivated to attach the modified 
probes of any one of the primary references onto a conductive surface because Thorp 
et al. disclosed the advantageous use of probes immobilized on conductive surfaces in 
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the electrochemical detection of nucleic acid hybridization. It would have been prima 
facie obvious to one of ordinary skill in the art at the time of the invention to make the 
claimed surfaces and to use them in the claimed methods. 

6. No claims are free of the prior art. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kenneth R Horfick whose telephone number is 571-272- 
0784. The examiner can nomially be reached on Monday-Thursday 6:30AM-5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Gary Benzion can be reached on 571-272-0782. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomiation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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